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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of: 

Application Serial No.: 88/891,706 

Mark:  

Published in the Official Gazette: September 1, 2020 

 

 

In the Matter of: 

Application Serial No.: 88/891,696 

Mark:  

Published in the Official Gazette: September 1, 2020 

 

 

 

 ) 

Zipmoney Payments Pty Ltd, ) 

 ) 

Opposer, ) 

 ) 

             v. ) 

 ) 

Sezzle Inc., ) 

 

 

) 

Applicant. ) 

 ) 

 

  

  

  

 Opposition No.  91267916 

 Application Serial Nos.  

88/891,706 and 88/891,69688/891,696  88/891,706 and 88/891,696  

   

   

   

  

  

  

  

 

AMENDED NOTICE OF OPPOSITION 

 

Zipmoney Payments Pty Ltd, an Australia proprietary limited company, with its principal 

place of business at 10 Spring Street, Level 14, NSW 2000, Sydney, Australia (hereinafter 

“Zipmoney”), believing that it will be damaged by registration of the following applications, 

hereby opposes (hereinafter the “Opposition”) registration of U.S. Trademark Application Serial 

No. 88/891,706 for the mark , filed April 28, 2020, and U.S. Trademark Application 
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Serial No. 88/891,696 for the mark , both in the name of Sezzle Inc., a 

Delaware corporation, with an address of record of 251 1st Avenue North, Suite 200, 

Minneapolis, Minnesota 55401 (hereinafter, “Applicant”), and both published for opposition in 

the Official Gazette on September 1, 2020.   

The grounds for this Opposition are as follows: 

1. Zipmoney is the owner of U.S. Registration No. 6202863 (the “Zipmoney 

Registration”) for the mark  (hereinafter the “Zipmoney Mark”) for Electronic payment 

services, namely, processing of electronic wallet payments and on-line financing of purchases 

and providing financial information and financial information in the form of financial statements  

via the Internet and electronic means; payment administration services, namely, credit card and 

debit card transaction processing services; payment processing services; payment transaction 

card services, namely, payment transaction processing services; providing lines of credit; 

provision of financial information relating to credit; assessing consumer credit information; 

provision of consumer credit; financing services for credit; financial credit scoring services; 

providing trade credit services, namely, financing services for business customers and providing 

personal loans and lines of credit to business customers, which was filed on February 28, 2020 

and registered on November 24, 2020.  Copies of the Certificate of Registration and the 

Trademark Status & Document Retrieval (“TSDR”) system record for the foregoing registration 

are attached hereto as Exhibit A and incorporated herein by reference.   

2. Zipmoney is the owner of U.S. Application No. 88815590 (the “‘590 

Application”) for the Zipmoney Mark in color format  for Electronic payment services, 

namely, processing of electronic wallet payments and on-line financing of purchases and 
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providing financial information and financial information in the form of financial statements via 

the Internet and electronic means; payment administration services, namely, credit card and 

debit card transaction processing services; payment processing services; payment transaction 

card services, namely, payment transaction processing services; providing lines of credit; 

provision of financial information relating to credit; assessing consumer credit information; 

provision of consumer credit; financing services for credit; financial credit scoring services; 

providing trade credit services, namely, financing services for business customers and providing 

personal loans and lines of credit to business customers, which was filed on February 28, 2020 

and for which a Notice of Allowance was issued on October 20, 2020.  A copy of the TSDR 

system record for the aforementioned application is attached hereto as Exhibit B and 

incorporated herein by reference. 

3. Zipmoney is the owner of U.S. Application No. 79975542 (the “’542 

Application”) for the Zipmoney Mark alongside the word “ZIP” in color format   

for Payment processing services, namely, providing electronic processing of electronic payments 

for the purpose of facilitating the reimbursement of monetary amounts to business customers for 

purchases made by consumers on terms of delayed and interest free payment; Payment 

processing services, namely, providing electronic processing of electronic payments for the 

purpose of facilitating payments between business customers and consumers relative to 

purchases made by consumers on terms of delayed and interest free payments in International 

Class 36, which was filed on June 6, 2019, having a priority date of December 21, 2018,  and 

which was published on October 20, 2020.  A copy of the TSDR system record for the 

aforementioned application is attached hereto as Exhibit C and incorporated herein by reference. 
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4. Zipmoney is the owner of U.S. Application No. 79263867 (the “’867 

Application,” and together with the ‘590 Application and the ‘542 Application, the “Zipmoney 

Applications”) for the Zipmoney Mark alongside the word “ZIP” in color format  

 for Electronic payment services, namely, on-line financing of purchases via the 

Internet and electronic means; providing trade credit services, namely, financing services for 

business customers; payment administration services, namely, electronic processing and 

subsequent transmission of bill payment data; payment processing services, namely, providing 

electronic processing of electronic funds transfers, and electronic payments; payment 

transaction services, namely, providing transactional services relating to point-of-sale 

transactions in the nature of providing secure commercial transactions and payment options 

using a mobile device at a point of sale; assessing consumer credit information; financial advice 

regarding credit in International Class 36, which was filed on June 6, 2019, having a priority 

date of December 21, 2018, and which was published on October 27, 2020.  A copy of the TSDR 

system record for the aforementioned application is attached hereto as Exhibit D and 

incorporated herein by reference. 

5. Zipmoney has long used the Zipmoney Mark in connection with a wide range of 

goods and services, including but not limited to the goods and services set forth in the Zipmoney 

Registration and Zipmoney Applications, and has established rights thereto. 

6. As a result of Zipmoney’s longstanding use of and investment of resources in the 

Zipmoney Mark, Zipmoney has developed significant goodwill and reputation in its mark. The 

Zipmoney Mark has trademark significance and acts as a single source identifier relative to at 

least the goods and services set forth in the Zipmoney Registration and Zipmoney Applications. 
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7. On April 28, 2020, Applicant filed U.S. Trademark Application Serial No. 

88/891,706 for the mark  for use with Computer software, namely, downloadable 

computer programs and recorded computer software for processing electronic payments, 

electronic funds transfers and credit card transactions; computer software, namely, 

downloadable computer programs and recorded computer software for facilitating financial 

transactions by collecting, storing and transmitting data and information for use in financing of 

purchases; computer software, namely, downloadable computer programs and recorded 

computer software for facilitating electronic funds transfers; computer hardware and 

downloadable and recorded software systems for enabling users to purchase goods and services 

electronically via electronic payment terminals and automatic teller machines and for making 

credit card and electronic payments for such purposes; magnetically encoded credit cards, debit 

cards and gift cards; encoded electronic chip cards for enabling users to make electronic 

payments and electronic funds transfers; encoded smart cards containing programming used for 

enabling users to make electronic payments and electronic funds transfers; magnetically 

encoded debit cards, gift cards and credit cards for electronically transferring funds in Class 9, 

Financial and monetary services, namely, card-operated financial services in the nature of credit 

card, debit card and cash card payment processing services; computerized financial services in 

the nature of on-line financing of purchases and providing financial information and financial 

information in the form of financial statements via the Internet and electronic means; providing 

financial transaction services in the nature of credit card and debit card authorization services 

and facilitating the processing of credit card and debit card payments; clearing and reconciling 

financial transactions via a global computer network; financial payment services in the nature of 

bill payment services and charge card, debit card and credit card payment processing services; 
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electronic payment services involving electronic processing and subsequent transmission of bill 

payment data; bill payment services; credit card and debit card payment processing services; 

processing of contactless credit and debit card payments; electronic transfer of funds via 

computers; electronic funds transfer; transfer of funds, namely, money transfer; providing 

transactional services relating to point-of-sale transactions in the nature of providing secure 

commercial transactions and payment options using a mobile device at a point of sale; card-

accessed financial services in the nature of electronic credit card and debit card transaction 

processing services; providing electronic processing of electronic funds transfer, ACH, credit 

card, debit card, electronic check and electronic payments in Class 36, and Software as a service 

(SAAS) services featuring software for processing electronic payments, authorizing credit card, 

debit card and cash card transactions, managing and tracking electronic payment information 

and facilitating e-commerce services for others, namely, for allowing users to perform electronic 

business transactions via a global computer network; providing temporary use of on-line non-

downloadable software for processing electronic payments; providing temporary use of on-line 

non-downloadable authentication software for controlling access to and communications with 

computers and computer networks in Class 42.  A copy of the TSDR system record for the 

aforementioned application is attached hereto as Exhibit E and incorporated herein by reference. 

8. Also on April 28, 2020, Applicant filed U.S. Trademark Application Serial No. 

88/891,696 for the mark  for use with Computer software, namely, 

downloadable computer programs and recorded computer software for processing electronic 

payments, electronic funds transfers and credit card transactions; computer software, namely, 

downloadable computer programs and recorded computer software for facilitating financial 

transactions by collecting, storing and transmitting data and information for use in financing of 
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purchases; computer software, namely, downloadable computer programs and recorded 

computer software for facilitating electronic funds transfers; computer hardware and 

downloadable and recorded software systems for enabling users to purchase goods and services 

electronically via electronic payment terminals and automatic teller machines and for making 

credit card and electronic payments for such purposes; magnetically encoded credit cards, debit 

cards and gift cards; encoded electronic chip cards for enabling users to make electronic 

payments and electronic funds transfers; encoded smart cards containing programming used for 

enabling users to make electronic payments and electronic funds transfers; magnetically 

encoded debit cards, gift cards and credit cards for electronically transferring funds in Class 9, 

Financial and monetary services, namely, card-operated financial services in the nature of credit 

card, debit card and cash card payment processing services; computerized financial services in 

the nature of on-line financing of purchases and providing financial information and financial 

information in the form of financial statements via the Internet and electronic means; providing 

financial transaction services in the nature of credit card and debit card authorization services 

and facilitating the processing of credit card and debit card payments; clearing and reconciling 

financial transactions via a global computer network; financial payment services in the nature of 

bill payment services and charge card, debit card and credit card payment processing services; 

electronic payment services involving electronic processing and subsequent transmission of bill 

payment data; bill payment services; credit card and debit card payment processing services; 

processing of contactless credit and debit card payments; electronic transfer of funds via 

computers; electronic funds transfer; transfer of funds, namely, money transfer; providing 

transactional services relating to point-of-sale transactions in the nature of providing secure 

commercial transactions and payment options using a mobile device at a point of sale; card-
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accessed financial services in the nature of electronic credit card and debit card transaction 

processing services; providing electronic processing of electronic funds transfer, ACH, credit 

card, debit card, electronic check and electronic payments in Class 36, and Software as a service 

(SAAS) services featuring software for processing electronic payments, authorizing credit card, 

debit card and cash card transactions, managing and tracking electronic payment information 

and facilitating e-commerce services for others, namely, for allowing users to perform electronic 

business transactions via a global computer network; providing temporary use of on-line non-

downloadable software for processing electronic payments; providing temporary use of on-line 

non-downloadable authentication software for controlling access to and communications with 

computers and computer networks in Class 42.  A copy of the TSDR system record for the 

aforementioned application is attached hereto as Exhibit F and incorporated herein by reference. 

9. U.S. Trademark Application Serial No. 88/891,706 for the mark  and U.S. 

Trademark Application Serial No. 88/891,696 for the mark  are collectively 

hereinafter referred to as the “Opposed Applications” and the “Opposed Marks”, respectively.  

10. The Opposed Applications were filed in black and white/greyscale format so, in 

the absence of specific colors, they purport to cover all potential colors, including the navy blue, 

yellow, red and light blue that are used by Zipmoney.  Copies of the Specimens of Use for the 

Opposed Applications and screen captures from Sezzle’s website are attached hereto as Exhibit 

G and incorporated herein by reference.  

11. Zipmoney has established rights in the Zipmoney Mark with at least the 

respective goods and services set forth within the Zipmoney Registration and Zipmoney 

Applications prior to any date Applicant can rely relative to the Opposed Marks. 
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12. The Opposed Marks, at least when the logo portion thereof  is used with 

colors that are similar to the colors in which Zipmoney intends to use the Zipmoney Mark (e.g. 

 ), and including but not limited to Zipmoney’s intent to use the Zipmoney Mark alongside 

the word “ZIP” (e.g.  ), are confusingly similar to the Zipmoney Mark, and have 

been filed for use with goods and services that are highly related to Zipmoney’s goods and 

services, as set forth within the Zipmoney Registration and Zipmoney Applications. 

13. Upon information and belief, Sezzle, which is a direct competitor of Zipmoney, 

knew of Zipmoney and its use of the Zipmoney Mark and, as such, adopted marks that Sezzle 

knew were confusingly similar to the Zipmoney Mark. 

14. Upon further information and belief, Sezzle knew of Zipmoney’s applications for 

the Zipmoney Mark at the time it filed the Opposed Applications.  

15. In view of the foregoing, Applicant’s proposed use and registration of the  

Opposed Marks set forth in the Opposed Applications will create a likelihood of confusion, 

mistake and/or deception among consumers, within the meaning of Trademark Act § 2(d), with 

Zipmoney and its Zipmoney Mark, all to the detriment of Zipmoney. 

WHEREFORE, Zipmoney believes and avers that it is being and will continue to be 

damaged by the registration of the Opposed Marks as aforesaid, and requests that the Opposed 

Applications be rejected, that no registrations be issued thereon to Applicant, and that this 

Opposition be sustained in favor of Zipmoney. 

Zipmoney has appointed David L. May, Jennette W. Psihoules, and Andrew H. 

Winetroub of the law firm of Nixon Peabody LLP, and members of a U.S. Bar in good standing, 
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to prosecute this Opposition and to transact all business in and before the United States Patent 

and Trademark Office in connection herewith.  Please address all correspondence to: 

David L. May 

Jennette W. Psihoules 

Andrew H. Winetroub  

NIXON PEABODY LLP 

799 9th Street NW 

Suite 500 

Washington, DC 20001 

nptm@nixonpeabody.com; was.managing.clerk@nixonpeabody.com; 

dmay@nixonpeabody.com; jpsihoules@nixonpeabody.com; awinetroub@nixonpeabody.com  

 

The Commissioner is hereby authorized to charge any fees which may be required, or 

credit any overpayment, to Deposit Account No. 50-2686. 

 

 

 

Dated: May 9, 2021 

 Respectfully submitted, 

 

NIXON PEABODY LLP 

   

 

 By /Andrew H. Winetroub/ 

  David L. May 

Jennette W. Psihoules 

Andrew H. Winetroub 

   NIXON PEABODY LLP 

799 9th Street NW, Suite 500 

Washington, DC 20001 

(202) 585-8000 (Phone) 

(202) 585-8080 (Facsimile) 

nptm@nixonpeabody.com  

was.managing.clerk@nixonpeabody.com 

dmay@nixonpeabody.com 

jpsihoules@nixonpeabody.com 

awinetroub@nixonpeabody.com  

 

Counsel for Zipmoney Payments Pty Ltd 

 

 

 

 

 

mailto:nptm@nixonpeabody.com
mailto:was.managing.clerk@nixonpeabody.com
mailto:dmay@nixonpeabody.com
mailto:jpsihoules@nixonpeabody.com
mailto:awinetroub@nixonpeabody.com
mailto:nptm@nixonpeabody.com
mailto:was.managing.clerk@nixonpeabody.com
mailto:dmay@nixonpeabody.com
mailto:jpsihoules@nixonpeabody.com
mailto:awinetroub@nixonpeabody.com


 

- 11 - 

 

CERTIFICATE OF SERVICE 

I hereby certify that I served the foregoing AMENDED NOTICE OF OPPOSITION by 

causing a true and correct copy thereof to be sent on May 9, 2021, by electronic mail, to counsel 

for Applicant, as indicated below. 

Todd R. Fronek 

Larkin Hoffman Daly & Lindgren Ltd. 

8300 Norman Center Drive, Suite 1000 

Minneapolis, MN 55437 

ipgroup@larkinhoffman.com  

tfronek@larkinhoffman.com  

 

 

 /Andrew H. Winetroub/  

Andrew H. Winetroub 
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EXHIBIT B 
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EXHIBIT E 
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